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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenn adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 28 September 2005 . 
2a)D This action is FINAL. 2b)^ This action Is non-final. 

3) D Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Experts Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) IEI Claim(s) 1-16. 24-31 is/are allowed. 

6) K Claim(s) 17-23 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Double Patenting 

The terminal disclaimer submitted by applicant appears to be sufficient to overcome the 
rejection under obviousness double patenting. 

Claims Objections 

Claims 17-23 are objected to because of the following informalities: 
Claims 17-23 are in improper form. 

Underlined words should not be present in the claims. Underlining in claims has been reserved 
for making amendments. 

Each claim must begin with a capital letter and end with a period. 

Periods may not be used elsewhere in the claims except for abbreviations. Appropriate 

correction is required. 

MPEP 608.01(m) Form of Claims [R-3] 

See 37 CFR L75 and MPEP § 608.01 (m). The claim or claims must commence on a separate 
sheet (37 CFR 1.52(b)). Where a claim sets forth a plurality of elements or steps, each element 
or step of the claim should be separated by a line indentation. There may be plural indentations 
to further segregate subcombinations or related steps. See 37 CFR 1.75 and MPEP § 608.01(i)- 
(P). 

The claim or claims must commence on a separate physical sheet or electronic 
page and should appear after the detailed description of the invention. Any sheet 
including a claim or portion of a claim may not contain any other parts of the 
application or other material. While there is no set statutory form for claims, the 
present Office practice is to insist that each claim must be the object of a sentence 
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starting with "I (or we) claim," "The invention claimed is" (or the equivalent). If, 
at the time of allowance, the quoted terminology is not present, it is inserted by 
the Office of Patent Publication. Each claim begins with a capital letter and ends 
with a period. Periods may not be used elsewhere in the claims except for 
abbreviations. See Fressola v. Manbeck, 36 USPQ2d 121 1 (D.D.C. 1995). Where 
a claim sets forth a plurality of elements or steps, each element or step of the 
claim should be separated by a line indentation, 37 CFR 1 -75(i). 

There may be plural indentations to further segregate subcombinations or related 
steps. In general, the printed patent copies will follow the format used but printing 
difficulties or expense may prevent the duplication of unduly complex claim 
formats. 

Reference characters corresponding to elements recited in the detailed description 
and the drawings may be used in conjunction with the recitation of the same 
element or group of elements in the claims. The reference characters, however, 
should be enclosed within parentheses so as to avoid confusion with other 
numbers or characters which may appear in the claims. The use of reference 
characters is to be considered as having no effect on the scope of the claims. 

Claims should preferably be arranged in order of scope so that the first claim 
presented is the least restrictive. All dependent claims should be grouped together 
with the claim or claims to which they refer to the extent practicable. Where 
separate species are claimed, the claims of like species should be grouped 
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together where possible. Similarly, product and process claims should be 
separately grouped. Such arrangements are for the purpose of facilitating 
classification and examination. 

MPEP 608.01(v) Trademarks and Names Used in Trade [R-2] 

The expressions "trademarks" and "names used in trade" as used below have the 
following meanings: 

Trademark: a word, letter, symbol, or device adopted by one manufacturer or 
merchant and used to identify and distinguish his or her product from those of 
others. It is a proprietary word, letter, symbol, or device pointing distinctly to the 
product of one producer. 

Names Used in Trade: a nonproprietary name by which an article or product is 
known and called among traders or workers in the art, although it may not be so 
known by the public, generally. Names used in trade do not point to the product 
of one producer, but they identify a single article or product irrespective of 
producer. 

Names used in trade are permissible in patent applications if: 

(A) Their meanings are established by an accompanying definition which is 
sufficiently precise and definite to be made a part of a claim, or 

(B) In this country, their meanings are well-known and satisfactorily defined in 
the literature. 
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Condition (A) or (B) must be met at the time of filing of the complete application. 

TRADEMARKS 

In patent specifications, every element or ingredient of the product 
should be set forth in positive, exact, intelligible language, so that there will be no 
uncertainty as to what is meant. Arbitrary trademarks which are liable to mean 
different things at the pleasure of manufacturers do not constitute such language. 
Ex Parte Kattwinkle, 12USPQ 11 (Bd. App. 1931). 

However, if the product to which the trademark refers is set forth in such 
language that its identity is clear, the examiners are authorized to permit the 
use of the trademark if it is distinguished from conraion descriptive nouns by 
capitalization. If the trademark has a fixed and definite meaning, it constitutes 
sufficient identification unless some physical or chemical characteristic of the 
article or material is involved in the invention. In that event, as also in those cases 
where the trademark has no fixed and definite meaning, identification by 
scientific or other explanatory language is necessary. In re Gebauer-Fuelnegg, 
121 F.2d 505, 50 USPQ 125 (CCPA 1941). 

The matter of sufficiency of disclosure must be decided on an individual case-by- 
case basis. In re Metcalfe, 410 F.2d 1378, 161 USPQ 789 (CCPA 1969). 
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Although the use of trademarks is permissible in patent applications, the proprietary nature of the 
marks should be respected and every effort made to prevent their use in any manner which might 
adversely affect their validity as trademarks. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 17-23 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The use of the trademarks and/or tradenames set forth below have been noted in this 
application. The relationship between a trademark and the product it identifies is 
sometimes indefinite, uncertain, and arbitrary. The formula or characteristics of the product 
may change from time to time and yet it may continue to be sold under the same trademark. The 
trademarks and/or tradenames should be capitalized wherever they appear and be accompanied 
by their generic terminology. Trademarks and Tradenames used in present claims include: 



Epotuf37-127 

BYKP-104S 

BYK A-530 

BYK501 

Titanox2020 

Microna TEpotuf 37-801 

Beckosol AA-203 

Thixotrol ST 

Post 4 

Tipure 902 

Nicron 604 

Spenkel 
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F47-M-60 
Nuosperes 657 
Bentone SD-1 
Tronox CR-828 
Exkin #2 
Ucar YVNS 
UcarVYHD 
l^sec 

Bookosol 91-470 
TiPure 902 
Cymel 303 
Igopal CO-630 
Nuosept 95 
Bemocol 
E411 FQ 
Rovace 9100 
Acrysol RM-5 
Fine-Clad 
A-207-SA 
Silwet L-7500 
Titanox 2020 

These marks should be capitalized wherever they appear and be accompanied by their generic 
terminology. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kriellion A. Sanders whose telephone number is 571-272-1 122. 
The examiner can normally be reached on Monday through Thursday 6:30-7:00. 
If attempts to reach the examiner by telephone are imsuccessfiil, the examiner's supervisor, Vasu 
Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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